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-The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 



_MONTH(S) FROM THE MAILING DATE 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. ..... ... J4 - . 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the ^J^^^"^ " 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on _ ■ 



□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 



Claim(s) . 



Of the above claim(s) 

□ Claim(s) 
y{ Claim(s) 
^Ciaim(s) ^ j ^ 

□ Ciaim(s) — 



- I 0 



_ is/are pending in the application. 
. is/are withdrawn from consideration. 

- is/are allowed. 
. is/are rejected. 

_ is/are objected to. 

- are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All QSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number). . 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

^Certified copies not received: ; : — 

Attachment(s) 
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[information Disclosure Statement(s), PTO-1449, Paper No(s). __Z 

IRNotice of Reference(s) Cited, PTO-892 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 
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Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-7, drawn to a coating agent comprising non-aromatic polyester polyol, 
crosslinking agent and optional hydroxy functional binders and/or hydroxyl 
functional reactive thinners, classified in class 525, subclass 440. 

II. Claims 8-10, drawn to a processes of multilayer coating, classified in class 427, 
subclass 407.1. 



The inventions are distinct, each from the other because: 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case the product as claimed can be used in a materially different process 
such as free standing film forming or single layer coating processes. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

During a telephone conversation with Sudhir Deshmukh on October 4, 2002 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-7. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
8-10 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over W0 '131. The reference teaches coating 
compositions comprising a low molecular weight non-aromatic polyester polyol having up to ten 
hydroxyl groups and a crosslinking agent. The polyester polyols are prepared from aliphatic 
polyol, dicarboxylic acid and epoxy compound. See page 3, line 37 through page 5, line 29. The 
non-aromatic low molecular weight polyester polyols having high hydroxyl functionality 
inherently have high hydroxyl values or it would have been obvious to prepare non-aromatic low 
molecular weight polyester polyols having high hydroxyl functionality that would be expected to 
have high hydroxyl values. 

Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ramesh. The reference teaches coating 
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compositions comprising a low molecular weight non-aromatic polyester polyol having six 
hydroxyl groups and a crosslinking agent. The polyester polyols are prepared from aliphatic 
polyol having three hydroxyl groups, dicarboxylic acid, hydroxycarboxylic acid and epoxy 
compound. See examples 1 and 3 and paint examples 1 and 2. The non-aromatic low molecular 
weight polyester polyols having high hydroxyl functionality inherently have high hydroxyl values 
or it would have been obvious to prepare non-aromatic low molecular weight polyester polyols 
having high hydroxyl functionality that would be expected to have high hydroxyl values. 

Claim 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. Claim 2 is broader than claim 1 in that claim 1 requires component 
(a3) at least one hydroxycarboxylic acid, while claim 2 encompasses 0 wt-% of component (a3). 

Claim 5 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1 .67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

The specification to which the oath or declaration is directed has not been adequately 
identified. See MPEP § 601.01(a). The Serial Number is missing. 
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